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REMARKS 

Claims 1-3 and 19-23 remain in this application, and all have been rejected. 
Reconsideration of these claims is respectfully requested in view of the following remarks. 

Applicants submit that the obviousness rejection of Claims 1-3 and 19-23 under 35 
U.S.C. § 103(a) as being unpatentable over Bugosh (US 2,915,475) in view of the prior art 
cited in Applicants' Specification at paragraphs 7 and 15-20 is improper. Specifically, in 
Applicants' Specification, the following references disclosing epoxy resin advanced with 
phosphorus were cited: U.S. Pat. Nos. 5,036,135; 5,364,893; 5,376,453; 5,587,243; 
5,759,690; 5,817,736, 6,291,626 Bl; 6,291,627 Bl; 6,296,940 Bl; 6,353,080 Bl; 
6,403,220 Bl; 6,403,690 Bl; 6,486,242 Bl; and WO 01/42359 Al as published in English 
on June 14, 2001 (collectively, "the Disclosed References"). 

Claims 1-3 and 19-23 are not obvious over Bugosh in view of the Disclosed 
References. Bugosh teaches fibrous alumina monohydrate having the boehmite lattice (or 
"fibrous boehmite") and its production. The Disclosed References teach only epoxy resin 
advanced with phosphorous compositions and their uses. Bugosh does not teach 
incorporating boehmite into epoxy resins advanced with phosphorus, as in the Disclosed 
References and in the present invention. In forming the section 103 rejection, the 
Examiner incorrectly combines Bugosh and the Disclosed References, and even if these 
references were properly combined (which is denied by Applicants), these cited references 
do not make the present invention obvious. 

I. There is no motivation to combine the cited prior art references. 

As the United States Supreme Court has very recently stated, "a patent composed 
of several elements is not proved obvious merely by demonstrating that each of its 
elements was, independently, known in the prior art." KSR Intern. Co. v. Teleflex Inc., 550 
U.S. , 127 S.Ct. 1727, 1741, 82 U.S.P.Q.2d 1385 (April 30, 2007) (citing United States 
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v. Adams, 383 U.S. 39, 40, 86 S.Q. 708, 15 L.Ed.2d 572 (1966)). Vost-KSR, an Examiner 
is still required, as has always been the case, to "identify a reason that would have 
prompted a person of ordinary skill in the relevant field to combine the elements in the 
way the claimed new invention does." Id. The Examiner has failed to identify any such 
reason, and consequently, has failed to meet this burden in the present case. 

In proceedings before the Patent and Trademark Office, the Examiner bears the 

burden of establishing a prima facie case of obviousness based upon the prior art. In re 

Fritch, 972 F.2d 1260, 1265, 23 U.S.P.Q.2d 1780, 1783 (Fed. Cir. 1992) (citing In re 

Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.Cir.1984)). The Federal 

Circuit has stated in In re Fritch that 

The mere fact that the prior art may be modified in the manner suggested by 
the Examiner does not make the modification obvious unless the prior art 
suggested the desirability of the modification. 

In re Fritch, 972 F.2d 1260, 1266, 23 U.S.P.Q.2d 1780, 1783-84 (Fed. Cir. 1992) (quoting 
In re Gordon, 733 F.2d 900, 902, 221 U.S.P.Q. 1125 (Fed. Cir. 1984)). 

In the present case, the Examiner fails to identify a requisite motivation or 
suggestion to combine the cited references nor a reason that would have prompted a person 
of ordinary skill in the relevant field to combine the elements in the way the claimed in the 
present invention. In fact, no such reason exists in the present case. Rather, the Examiner 
makes conclusory statements without sufficient, articulated reasons underlying the 
statements. Recently in the KSR decision, the Supreme Court reiterated that, the 
obviousness analysis should be made explicit, and the Court cited with approval In re 
Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006), which stated, "[Rejections on obviousness 
grounds cannot be sustained by mere conclusory statements; instead, there must be some 
articulated reasoning with some rational underpinning to support the legal conclusion of 

obviousness." KSR Intern. Co., 550 U.S. , 127 S.Ct. atl740-41, 82 U.S.P.Q.2d 1385 

(quoting In re Kahn, 441 F.3d at 988). Consequently, because the Examiner has not met 
this burden of articulating a reason with some rational underpinning to support the 
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assertion of obviousness, the Examiner has failed to establish the prima facie case of 
obviousness. Consequently, the rejection of Claims 1-3 and 19-23 is improper and should 
be withdrawn. 

Nonetheless, the Examiner might argue that a proper motivation or suggestion to 
combine has been supplied; however, this clearly is not the case. In the Final Office 
Action, while referring to epoxies advanced with phosphorus in the Disclosed References, 
the Examiner states that "a person of ordinary skill in the art would have appreciated that 
old and well known epoxy resins, of the type expressly suggested by Bugosh and admitted 
by applicant would have been obvious." See Final Office Action at pages 2-3. However, 
this purported motivation or suggestion supplied by the Examiner amounts to nothing 
more than an unsupported assertion, and therefore, the Examiner has failed to meet the 
burden of providing motivation. For this reason alone, the rejection of Applicants' claims 
in the present case is incorrect and without any support whatsoever. 

Furthermore, any assertion by the Examiner that there is motivation or suggestion 
to combine the cited references is inaccurate, as there clearly is none. Note in this 
connection that in this purported suggestion or motivation to combine the cited prior art 
references, the Examiner refers to, "old and well known epoxy resins, of the type 
expressly suggested by Bugosh. ..." See Final Office Action at pages 2-3 (emphasis 
added). However, there is not a type of epoxy suggested by Bugosh. Rather, there is a 
lone reference to epoxy resins in Bugosh. See Bugosh at Col. 29, lines 10-11. Bugosh is 
not specific as to the nature of the epoxy used. The context of this reference to epoxy 
resins is in a laundry list of organic plastic materials whose tensile and/or impact strength 
is reportedly especially benefited from adding 1-40% of fibrous boehmite. See Bugosh at 
Col. 29, lines 4-14. 

As noted above, "epoxy resins" is one of numerous materials listed in Bugosh. 
However, notably, Bugosh never refers to epoxy resins advanced with phosphorus 
formulation. Nowhere in Bugosh does it mention boehmite in relation to epoxy resins 
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advanced with phosphorus formulation, while the present application claims "A 
substantially halogen-free epoxy resin formulation suitable for coating or impregnating a 
substrate, said epoxy resin being an epoxy resin advanced with phosphorus...," see 
Claims 1-3 and 19 (emphasis added), and "An epoxy resin formulation suitable for coating 
or impregnating a substrate, said epoxy resin being an epoxy resin advanced with 
phosphorus. ..." See Claims 20-23 (emphasis added). Also, the Disclosed References all 
relate to epoxy resins advanced with phosphorus, while again, Bugosh does not. 

Moreover, while Bugosh was filed in 1958, the Disclosed References, which 
disclose the technology of producing epoxy resins advanced with phosphorus and their 
uses, including their use in forming prepregs, laminates, and copper-clad laminates such as 
electrical laminate circuit boards, were not filed until much later dates. Therefore, in 
addition to the fact that there is not a type of epoxy suggested by Bugosh, so far as is 
known to the Applicants, the advanced epoxy resin of the Disclosed References and of this 
invention, i.e., an epoxy resin that has been partially reacted with a reactive 
organophosphorous compound, apparently was not even in existence at the time of the 
Bugosh reference. Therefore, even if there were a "type [of epoxy resin] expressly 
suggested by Bugosh," as Examiner alleges (see Final Office Action at pages 2-3) and 
which is denied by Applicants, this "type" would not be epoxy resin advanced with 
phosphorus as is claimed in the present case because epoxy resin advanced with 
phosphorus apparently did not exist at the time of the Bugosh disclosure. Consequently, 
Bugosh is inapplicable, and there is reason that a person of ordinary skill in the relevant 
field would have been prompted to combine the elements in the way the claimed in the 
present invention. As such, the Examiner has failed to meet the requisite burden. 

Additionally, the draw for incorporating boehmite into laundry list of organic 
plastic materials in Bugosh is to purportedly improve the various, listed organic plastic 
materials' tensile and/or impact strength. See Bugosh at Col. 29, lines 4-14. However, 
improved tensile and impact strength is not suggestive of the present invention which, as 
claimed, is improved thermal stability in epoxy resin advanced with phosphorus. See 
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Claims 1-3 and 19-23, all of which specifically call for "a thermal stability increasing 
amount of finely-divided boehmite." 

Improved tensile and impact strength by use of boehmite in epoxy resin is not 
suggestive of providing improved thermal stability in an advanced epoxy resin, i.e., an 
epoxy resin that has been partially reacted with a reactive organophosphorus 
compound. The only way of asserting otherwise is by use of hindsight using the present 
application as the basis for such an assertion. That hindsight is an improper basis for a 
rejection is firmly established by judicial precedent. See, for example, In re Fritch, 972 
F.2d at 1266 and ATD Corp. v. Lydall, Inc., 159 F.3d 534, 546, 48 U.S.P.Q.2d 1321 (Fed. 
Cir. 1998). 

In the present case, in the absence of any real motivation to combine the cited 
references, it appears that the Examiner is using the Applicants' own disclosure to 
construct a rejection out of isolated parts of disclosures from the cited references without 
regard for that which the cited references teach when read in their entirety, and without 
regard to the claims when read each as a whole. It has long been established that it is 
impermissible within the framework of section 103 to pick and choose from any one 
reference only so much of it as will support a given position to the exclusion of other parts 
necessary to the full appreciation of what such reference fairly suggests to one skilled in 
the art. As noted above, this is improper hindsight analysis. See Id. ; Bausch & Lomb, Inc. 
v. Barnes Hind/Hydrocurve, Inc., 796 F.2d 443, 448, 230 U.S.P.Q. 416 (Fed. Cir. 1986). 
Also, as noted above, "a patent composed of several elements is not proved obvious 
merely by demonstrating that each of its elements was, independently, known in the prior 

art." KSR Intern. Co., 550 U.S. , 127 S.Ct. at 1741, 82 U.S.P.Q.2d 1385 (citing 

Adams, 383 U.S. at 40). As such, the Examiner's rejection of Claims 1-3 and 19-23 is 
improper and should be withdrawn. 



6 



CASE FR-7276 
ApplNo. 10/678,019 

II. Even if the cited prior art references are combined, the present invention is not 
"obvious" under Section 103. 

Even if the cited references were properly combined (which is denied by 
Applicants), the combination would not result in the presently claimed invention because 
the deficiencies in each reference are not cured by their combination. 

A claimed invention may be found to have been obvious "if the differences 
between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains." 35 U.S.C. § 103(a). 

In the present case, the Examiner has failed to make the requisite prima facie case 
of obviousness. Bugosh does not disclose epoxy resins advanced with phosphorus, while 
the claims of the present application and the Disclosed References all relate to epoxy 
resins advanced with phosphorus. Further, improved tensile and impact strength is not 
suggestive of the present invention which, as claimed, is improved thermal stability in an 
epoxy resin advanced with phosphorus. 

Additionally, the claims in the present case all call for finely-divided boehmite. 
The boehmite disclosed in Bugosh is fibrous boehmite comprised of fibrils which 
flocculate together to form fibers of alumina monohydrate having the boehmite crystal 
lattice. (Bugosh, Column 10, lines 7-11). There is no teaching or suggestion in Bugosh to 
utilize a finely-divided material of the type utilized by Applicant. The materials used in 
Bugosh and in the present invention are different. In contrast to Bugosh, the present 
invention uses finely-divided boehmite to achieve improved thermal stability (Claims 1-3, 
19-23), while Bugosh uses fibrous boehmite to purportedly obtain increased impact and/or 
tensile strength (Bugosh, Column 29, lines 4-7). Therefore, the Examiner's rejection of 
Claims 1-3 and 19-23 is improper and should be withdrawn. 
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III. The present case is in the condition for allowance. 

For the foregoing reasons, the present rejection constitutes the improper use of 
hindsight reasoning based on the Applicants' disclosure to combine Bugosh and the 
Disclosed References, fails to establish a prima facie case of obviousness, and should be 
reconsidered and withdrawn. As such, Applicants respectfully request Claims 1-3 and 19- 
23 be allowed. 

It is believed that the case is in condition for allowance, and notice to this effect 
would be appreciated. If, however, any matters remain in requiring further consideration, 
the Examiner is respectfully requested to telephone the undersigned so that such matters 
can be discussed, and if possible, promptly resolved. 

Please continue to address correspondence in this application to Mr. Spielman at 
the address of record. 

Respectfully submitted, 

/Emma M. Newman/ 

Emma M. Newman 
Reg. No. 55,491 
SIEBERTH & PATTY, L.L.C. 
4703 Bluebonnet Blvd. 
Baton Rouge, LA 70809 



Telephone: (225) 291-4600 
Facsimile: (225)291-4606 



